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YES 
 Process  
 Machine  
 Article of manufacture  
 Composition of matter  
 Improvement of any of 

the above  
 

NO 
 Laws of nature  
 Physical phenomena  
 Abstract ideas  
 Literary, dramatic, 

musical, and artistic 
works  
 

US Supreme Court (ruling in 1980 that genetically engineered 
bacteria could be patented ) : “…anything under the sun that is 
made by man [is patentable subject matter].” 



 Useful 
 

 Novel (not previously known) 
• U.S. PTO provides one year grace period after 

public disclosure. 
• Most foreign countries require absolute novelty  

= no public disclosures. 
 

 Non-obvious 
 

 Reduced to Practice 
• Actual 
• Conceptual (or constructive) 
 



Public disclosure can include: 
 Publications in open literature (includes internet) 
 Poster Sessions & Abstracts 
 Presentations to open forum 
 Personal communications without expectation of 

confidentiality 
 Anything catalogued in a library 

 
Primary discriminators are: 
 Good faith attempt to maintain secrecy 
 Substantiality of material disclosed 
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 Invention must be new.  
 

 Need to check if: 
◦ The invention is described in a printed 

publication anywhere, including published 
patent applications. 
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Description requirements for U.S. patent application: 
 

 the application must contain a written description of the 
invention 
 

 the description must be sufficient to enable any person 
skilled in the art to which it pertains to make and use the 
same 
 

 the description must set forth the best mode 
contemplated by the inventor of carrying out his or her 
invention 
 

8 



9 

 
 
All U.S. patent applications are published 
by the PTO approximately 18 months 
after the application filing date. 



10 

 
 
The patent term begins on the date of 
issue but ends 20 years from the effective 
filing date. 



 

 The provisional application is not examined for 
patentability by the PTO and expires after 1 year.   
 

 It is not published. 
 
 Like a regular U.S. patent application, it must 

provide a description of invention. 
 
   Within 1 year of filing a provisional application: 

• the inventor must file a regular application for 
the same invention as described in the 
provisional application 

• The inventors can add supporting data but not 
new matter 

 

11 



 The intent behind the provisional 
application is to make it possible for an 
inventor to lock in an application filing date 
at a lower cost and with less effort than 
would be required in the preparation and 
filing of a regular U.S. patent application 
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1. Provisional Application Filed 
2. U.S. Application Filed 
3. Patent Published 
4. Examination of Applications 
 Office Action 
 Reply to Office Action 
 Second Office Action 
 Reply 
 Final Action 
 Notice of Allowance 
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 Created to achieve a unified procedure for filing 
patent applications. 

 As of 2005, has 128 member countries. 
 A patent application filed under the PCT is called 

an international application, or PCT application. 
 At 30 months from the filing date of the 

international application or from the earliest 
priority date, the international phase ends and 
the international application enters in national 
and regional phase.   
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 United States Patent and Trademark Office (USPTO) database 
◦ www.uspto.gov 
◦ Good for searching whether a patent is issued or published 
◦ Good for searching a particular inventor 
◦ Public PAIR – patent application information retrieval 
 provides status of patent applications 

 
 Google patents  
◦ www.google.com/patents 
◦ Great for downloading pdf versions of patents 
  

 Patent Lens 
◦ www.Patentlens.net 
◦ Great for downloading pdf versions of patents 
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Anatomy of a Patent Application 



 U.S. Application Number:  
◦ Given to a patent application when filed in U.S. 
◦ 99999999 or 99/999999 
 

 U.S. Patent Number: 
◦ Given to a patent application upon issuance in U.S.  
◦ 9,999,999  
 

 U.S. Publication Number: 
◦ Given to a patent when published 
◦ US YYYY-9999999 A9 or 9999-9999999 
 

 PCT Number: 
◦ Given to a patent application when filed as a PCT  
◦ PCT/CCYY/99999 or PCT/CCYYYY/999999 
 

 WO (PCT) Number: 
◦ Given to a PCT patent application when published 
◦ WOYYYYUS99999  
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 Title 

 Field of Invention 

 Background of Invention 

 Summary of the Invention 

 Brief Description of the Drawings 

 Detailed Description of the Invention 

◦ Includes experimental examples 

 What is claimed (a list of Claims) 
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 Title 

 Field of Invention 

 Background of Invention 

 Summary of the Invention 

 Brief Description of the Drawings 

 Detailed Description of the Invention 

◦ Includes experimental examples 

 What is claimed (a list of Claims) 
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Specification – 
a written 
description of 
the invention 



 A general explanation of the invention and how 
to practice it. 
◦ The invention is described in its broadest sense. 
◦ Preferred embodiments of the invention are described. 
◦ Definitions of key terms are provided and are extremely 

important in interpreting the scope of the claims.  
 

 Specific examples of how to practice the 
invention.  
◦ A patent application does not require examples, however 

in practice, examples can often assist in showing 
patentability (e.g., enablement).  

◦ "Working" examples present completed undertakings. 
◦ "Prophetic" examples are hypothetical undertakings. 
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 Claims define the scope of protection granted by 
the patent 
 

 Claims describe the property, referred to as 
intellectual property (IP), and set the value of a 
patent 

  
 The issued claims prevents others from using, 

producing or selling a product that uses the 
same idea as what is penned in the patent claims 
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 There are two basic types of claims: 
 
◦ independent claims, which stand on their own 
 
◦ dependent claims, which depend on a single claim 

or on several claims 
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 There are two basic types of claims: 
 
◦ independent claims, which stand on their own 
 
◦ dependent claims, which depend on a single claim 

or on several claims 
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Broad claims  Narrow claims 
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AndarineTM 

Selective androgen receptor modulator (SARM) 

http://upload.wikimedia.org/wikipedia/en/1/1d/Ostarine.png�
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US Patent 6,569,896 
Independent (broadest) claim 

Description of genus 

Definition of species 
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US Patent 6,569,896 

Any compound 
described in this 
broadest claim 
(Claim 1) is 
considered prior art 

Prophetic compounds will not 
appear when doing a simple 
Scifinder ® structure search 



 Will include compounds synthesized and 
compounds closely related but not 
synthesized (prophetic examples) 
 

 The compounds described in the claims must 
be “enabled” (how to make and use the 
compounds must be in the specification).   
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 In a claim, an inventor may use a common 
word or phrase that is defined in the 
specification. 
 

 That word or phrase must be interpreted in 
light of the definitions provided in the 
specification of a patent. 
◦ Examples:  “alkyl”, “aryl”, “heteroaryl”, “substituent” 
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US Patent 6,569,896 

What does “alkyl” mean? 
Straight chain? Branched? 
Limited to how many carbons?   



 The term aryl refers to an unsaturated, 
aromatic monocyclic ring of 6 carbon 
members or to an unsaturated, aromatic 
polycyclic ring of from 10 to 14 carbon 
members.  Examples of such aryl rings 
include, and are not limited to, phenyl, 
naphthalenyl or anthracenyl.  Preferred aryl 
groups are phenyl and naphthalenyl . 
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 What does the broadest claim look like? 
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 Scifinder® is the best database to search for 
small molecules 

 Prior art can be compounds found in patents, 
publications, presentations. 

 Prophetic compounds – compounds not 
synthesized in a patent but covered in a claim 
– is considered prior art. 

 Compounds listed in the specification but not 
in the claims are considered prior art. 
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 SciFinder® Markush searching provides the 
capability to find additional patent 
documents containing prophetic structures.  

 Searches are not intended to be 
comprehensive, but to provide relevant, 
focused answers that can be used for a 
preliminary assessment of the patent 
landscape.   
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Exact structure search?  No hits 
Markush search? No hits 
 

Cmpd 1 
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Cmpd 1 
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Cmpd 1 



◦ Prior Art 
 Are my exact compounds known? 
 If not, are my compounds covered in a patent as 

prophetic examples? 
 If not, are my compounds obvious to one skilled in the 

art? 
◦ Patent space 
 Are there an extremely large number of patents 

around my scaffold? 
 Will I be able to synthesize and patent a large number 

and diverse set of compounds? 
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◦ Search a number of abbreviated scaffolds 
◦ If there are patent issues, think about structures 

that will create more novelty 
 Bioisosteres 
 Changes in ring size 
 New linkers 
◦ Think about your scaffold and how it may be 

represented in a patent  
 A phenyl group – substituents are probably going to be 

covered 
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